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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 12 December 2007 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 12-37 is/are pending in the application. 

4a) Of the above claim(s) 12-15, 18-22,24,26 and 28 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E2 Claim(s) 16.17.23.25.27 and 29-37 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) |EI Claim(s) 12-37 are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This Office Action follows a response filed on December 1 2, 2007. No claims 
have been amended, cancelled or added. 

2. This application contains claims 12-15, 18-22, 24, 26 and 28 drawn to an 
invention nonelected with traverse in the reply filed on December 9, 2005. A complete 
reply to the final rejection must include cancellation of nonelected claims or other 
appropriate action (37 CFR 1 .1 44) See MPEP § 821 .01 . 

3. Claims 16, 17, 23, 25, 27 and 29-37 are active. 



Claim Rejections - 35 USC § 103 

4. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

5. Claims 16, 17, 27, 29-31, 34 and 35 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Oguni et al. (U.S. Patent 5,698,627) in view of Butler et al. (U. 

5. Patent 3,288,770), for the rationale recited in paragraph 6 of Office Action dated 
September 12, 2007. 

6. Claims 23, 25, 32, 33, 36 and 37 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable as obvious over Oguni and Butler as applied to claims 16, 17, 27, 29-31, 
34 and 35 above, and further in view of Miyamoto et al. (JP 2000-160499 A), for the 
rationale recited in paragraph 7 of Office Action dated September 12, 2007. 
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Response to Arguments 

7. Applicant's arguments filed on December 12, 2007 have been fully considered 
but they are not persuasive. 

8. In response to Applicants information that the Japanese counterpart of this 
application has been granted a Japanese Patent No. 4013188 (page 2, 1 st paragraph), it 
is noted that there are some differences in patent law between Japan and the United 
States. 

9. It appears that the focal Applicants argument resides in the contention that Butler 
discloses quaternary ammonium cations having two vinyl groups, or two allyl groups 
bonded to the nitrogen atom. On the other hand, monomer (a) of the present invention 
has only one vinyl group attached to the nitrogen atom through R 1 . R 1 is a Ci to C4 
alkylene group. Each of R 2 , R 3 and R 4 is a hydrogen atom or C22 or lower alkyl group 
that may have a substituent. Therefore, at col. 2, lines 5-27 Butler et al. teaches 
monomers that are chemically different from monomer (a) of the present claims and will 
react differently to form different products (pages 5-6, the bridging paragraph). 

It is noted that an obviousness rejection based on similarity in chemical structure 
and function entails the motivation of one skilled in the art to make a claimed 
compound, in the expectation that compounds similar in structure will have similar 
properties." In re Pavne . 606 F.2d 303, 313, 203 USPQ 245, 254 (CCPA 979). See In 
re Paoesch . 315 F.2d 381, 137 USPQ 43 (CCPA 1963) (discussed in more detail 
below) and In re Dillon . 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1991) (discussed 
below and in MPEP § 2144) for an extensive review of the case law pertaining to 
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obviousness based on close structural similarity of chemical compounds. See also 
MPEP § 2144.08, paragraph II.A.4(c). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to incorporate an quaternary ammonium salt which is 
similar to the claimed compound of formula (1) as taught by Butler in Oguni's 
papermaking composition with reasonable expectation of success because such 
compound can be used as wet strength improvement agent for papers (US'770, col. 10, 
lines 73-74), and thus to arrive at the subject matter of instant claims 16 and 17. 
10. Furthermore, it is well settled that the Applicants have to use the closest prior art 
to run a consecutive "back-to-back" test to show unexpected results, if any. "Showing 
unexpected results over one of two equally close prior art references will not rebut prima 
facie obviousness unless the teachings of the prior art references are sufficiently similar 
to each other that the testing of one showing unexpected results would provide the 
same information as to the other". In re Johnson . 747 F.2d 1456, 1461, 223 USPQ 
1260, 1264 (Fed. Cir. 1984). 

Objective evidence which must be factually supported by an appropriate affidavit 
or declaration to be of probative value includes evidence of unexpected results, 
commercial success, solution of a long-felt need, inoperability of the prior art, invention 
before the date of the reference, and allegations that the author(s) of the prior art 
derived the disclosed subject matter from the applicant. See, for example, In re De 
Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984) ("It is well settled that 
unexpected results must be established by factual evidence." "[Ajppellants have not 
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presented any experimental data showing that prior heat-shrinkable articles split. Due to 
the absence of tests comparing appellant's heat shrinkable articles with those of the 
closest prior art, we conclude that appellant's assertions of unexpected results 
constitute mere argument."). See also In re Lindner, 457 F.2d 506, 508, 173 USPQ 356, 
358 (CCPA 1972); Ex parte George, 21 USPQ2d 1058 (Bd. Pat. App. & Inter. 1991). 
SeeMPEP 716.01(c). 

1 1 . Applicants contend that Miyamoto et al. teaches the employment of N,N'- 
bis[(meth)acrylamidoalkylene]urea (JP 2000-160499, [0024]), which are completely 
different from the structure of the specific species of the urea compounds used in the 
present invention, such as urea, thiourea, ethyleneurea, ethylenethiourea, and 
phosphates and sulfates of guanidyl urea (the specification, page 29) (page 7, the last 
paragraph). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., specific species of the urea) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 



Application/Control Number: 10/505,346 Page 7 

Art Unit: 1796 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 
/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



